REMARKS 



Obiection to the Specification 
& 

Reiection of claims 26 and 29 under section 1 12 par. 1 
The contention that new matter has been added - or that the new claims are not supported 
- is respectfully traversed. 

Table I on page 9 of the specification shows intermediate values of cooling and power 
with associated timings. This table fully supports the recitations of claims 26 and 29. The fact 
that the exact wording of the may not appear in the specification is not dispositive. 
Reconsideration is respectfully requested. 

Claim Objections 

Claims 31 and 32 have been amended as requested. Applicants respectfully submit that 
these changes are purely pedantic in nature and therefore do not narrow the scope of the claims 
or give rise to any filewrapper estoppel. 

Art rejections 
The art rejections are respectfully traversed. 

Since the references are complex, Apphcants will confine their remarks to those portions 
of the references cited by the Examiner, except as otherwise indicated. Apphcants make no 
representation as to the contents of other portions of the references. 
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Any of the Examiner's rejections and/or points of argument that are not addressed below 
would appear to be moot in view of the following. Nevertheless, Applicants reserve the right to 

respond to those rejections and arguments and to advance additional arguments at a later date. 
No arguments are waived and none of the Examiner's statements are conceded. 

Claims 26 and 29 

These claims recite receiving an actuation indication for switching on or switching off of 
a lamp. The claims further recite control signals. The control signals specify at least one 
intermediate value for the cooling or the power to the lamp. The control signals also specify 
timing relative to an actuation indication for the intermediate value. 

Applicants do not find, nor does the Examiner indicate, any place where the reference 
teaches or suggests that control signals specify timing would be useful. As far as Applicants can 
tell, the conti-ol signals of the reference inherently have timings, but they do not specify timing. 
Such specified timings are particularly useful during switching on and switching off, because 
dynamic sensing mechanisms such as those in the reference take time to reach equilibrium and 
there is not sufficient time for such equilibrium to occur during switching on and switching off 
Reconsideration of the rejection is accordingly respectfully requested. 

As far as Apphcants can tell the reference describes controlling cooling during operation 
of the lamp, but does not mention cooling during switching on or switching off. During 
switching on, the lamp is set at a default level, per col. 9, line 52. Cooling then occurs 
responsive to sensed temperatixre ~ during subsequent operation. Apphcants do not find 
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anything about what happens during switching off. It would appear that cooling mechanisms 
simply go off abruptly upon switching off. 

Often the heart of an invention is recognizing that there is a problem to be solved in the 
first place. Applicants, in their disclosure, recognize a particular problem during powering on 
and off Applicants do not see in Belliveau any similar recognition - especially in powering off. 
In the absence of recognition that there is a problem, it is not obvious to look for a solution. 
Applicants accordingly respectfully submit that the motivation to look for this solution comes 
from Applicants' disclosure, constituting impermissible hindsight. 

Reconsideration is accordingly respectfully requested. 

Claim 28 

Claim 28 recites that control signals specify more than one t imi ng, 
Apphcants do not see where the Examiner purports to find this in the reference. As far as 
Applicants can tell, no control signals specify timings in the reference. Applicants accordingly 
respectfully submit that the Examiner has not made a prima facie case of obviousness here. 

Claim 30 

This claim recites a memory for storing a switching schedule for intermediate values of 
cooling and lamp power. A memory to store a plurality of values of cooling parameters is 
particularly valuable in the context of switching on and off a lamp, since using a memory with 
stored values allows for faster and more orderly power up and down. 
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The Examiner alleges that this is obvious from the reference, merely because the 
reference has a memory. Applicants respectfiiUy disagree. 

The thrust of Belliveau is dynamically setting cooling levels in response to sensing 
temperature, not using stored values for control. The only stored value AppUcants find — at 
least in the portions cited by the Examiner — is singular, not plural, and only of lamp power, not 
of cooling power, per col, 9, 1. 52. The memory mentioned in the passages noted by the 
Examiner is not actually shown or discussed in the reference. Accordingly any such memory is 
likely to be used for storing program code for effectuating control. In fact, Belliveau apparently 
fails to notice that there are special issues during powering up down and fails to address them, so 
far as Applicants can tell - accordingly there is no motivation there to consider storing values 
relating to cooling. 

Applicants accordingly respectfully submit that the Examiner has not made a prima facie 
case of obviousness here. 

Claim 32 

Claim 32 particularly relates to switching off, and recites stepwise reducing cooling and 
lamp power dxuing switching off. 

The Examiner purports to find this in the reference. AppUcants respectfiiUy disagree. 
Applicants do not find any indication that cooling operates during switching off in this reference 
at all. So far as they can tell, switching off the lamp would switch off the cooling control 
mechanisms as well. If the Examiner intends to persist in this rejection, he is respectfiiUy 
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requested to particularly point out what the reference says relating to switching off the lamp and 
cooling problems during switching off. 

Claim 33 

This claim recites sensing a parameter of a cooling device. 

The Examiner finds this obvious in Ught of col. 8, lines 33-65 of the reference, because 
the reference talks about multiple sensors. Applicants respectfully submit that the Examiner 
mischaracterizes the reference. Where multiple sensors are suggested, per col. 8, lines 52 et seq. 
each sensor is indicated to be a temperature sensor for some part of the lamp. There is no 
teaching suggestion here that there would be any desirability to detecting other parameters, e.g. 
of the cooling device. Reconsideration of this rejection is accordingly respectfully requested. 

Claims 40-41 

Claim 40 recites a sensor for sensing a property of a gas stream leaving the cooling 

device. 

The Examiner purports to find this obvious in Ught of the same portion of the reference 
cited with respect to claim 33. Again Applicants respectfully submit that the Examiner 
mischaracterizes the reference. At least in the portions cited by the Examiner, all sensors in the 
reference are thermal sensors. 

Claim 41 distinguishes even more clearly over the reference by reciting that the property 
is pressure, volume, or velocity - none of which appears to be taught or suggested in the 
reference, at least as applied by the Examiner. 
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Reconsideration of these rejections is accordingly respectfully requested. 

Claim 38 

Claim 38 has been amended to correct the punctuation. 
New Claims 

New claims have been added particularly with respect to the switching off situation, 
which is not addressed in the art of record - as explained above. 

Information Disclosure 

An information disclosure relating to US 6788009, DEI 0028657, and US5583396 was 
submitted February 1 1, 2008. These documents were cited in a foreign patent office against the 
claims in a counterpart application in a communication dated 1 1/30/06. A copy of that 
communication is attached, but it should be noted that the claims being discussed in the foreign 
office action are not necessarily the same as those before the US PTO - and moreover the legal 
standards for rejection there may be different from those in the US. 

Please charge any fees other than the issue fee to deposit account 14-1270. Please 
credit any overpayments to the same account 
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Applicants respectfully submit that they have addressed each issue raised by the Examiner — 
except for any that were skipped as moot — and that the application is accordingly in condition for 
allowance. Allowance is therefore respectfully requested. 



Respectfully submitted, 



By 

Anne E. Barschall, Reg. No. 31,089 

Tel. no. 914-332-1019 

Fax no. 914-332-7719 

Date of printing: February 21, 2008 




Reg. No. 50,145 
Tel. # 914-333-9669 
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RAX -twaa aa^^^s 



Volmer, Qeorg 

Philips inteltecJtusl Property & Standards GmbH. 
Postfech«)04 42 
52(BB Aachen 
ALLEMAQNE 



Oireciciaie fisneeai 2 



llliillllllillliii 



Philips Intelfedu^ Property & Standanfe QmbH 



Communiciation pursuant to Article 96(2) EPC 

The ©gmmation of the above-Identified af^litaaflon has revealed that it doe$ not meet *he requiremsrrts 
of he European Patent Convention for the reasons enclosed herewith. If the deffciaioies indicsaed am 
not rectified the application may t56 refused pursuant to Articte 9?{1 ) e>C. >=^ «• = 

You are invted to file your observations and insofer e& the defictencfes are such as to be rectffiabte to 
correct the indicated deficiencies' within a period 

of 2 months 



One set of amendments to the desoripflon. daims and drawings is to be filed WHn the sm period on 
separate sheete (Rate 36(1 } EPC), *^ 

j^*^*^^<«afion Jn due time wfll lesuit in the application bebig deemed to be 



it 



Speiser, Pisrne 

Primary Examifter 

for -file Examining Division 



3 page& reasons (Form 2906) 

copy of USaX)2/f35324, DE1C»28657 and US55^3^ for applicant. 



Ri^ii^»red Let^ 

16 



ATTACHMENT 



If 30.11.2006 ^ 1 ^L.02 812 628. C 



The examination is being carrfed out on the folknring cqipiteatEon < 



Description, f>ages 

5-9 as published 

1-4. 4a received on 17.08.a»6 witfi letter of 17.08.2006 



CSteims, Numbers 



1-10 



wiehieiterof 17.0( 



Ommag^, Sheets 

2& as putMshed 

The foHowing documents {D) are cited by the examiner (see the Guidelines, C-Vf. 
8.7). Copies of the documents are annexed to the communication and th© numbering will 
be adhered to in th© rest of the procedum; 

D9; US2002/1 35324 

DID: DE 10028657 

D11: US 5 583 396. 

1 ) As already mentioned in tie communication dated 08/06/2006, claims 7 to 9 refer 
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back to features of cJatm 1 whfch are in fact according to the Guidelines C-III 4 8 

; these claims are therefore to be considered as independent claims, as they focus on a 
lamp driver respectively a control unit as such. 

The applicant has amended the previous formulation "for use as the lamp driver of a 
lighting unit" by "adieteifor use in a lighting unr, respectively the previous formulation 
"for use as the control unit of a lamp driver" by "sdipJed for use in a lamp driver". These 
amendments do however not allow to overcome the ol!)jection raised previously, for the 
following reasons: 



(i) It Is unclear wh ich technical {as opposed to Ifriguistical) features distinguish an 
apparatus which is "adapted for use in a lighting unit" frcwn an apparatus which is 
merely "suitable for use in a lighting unit". Therefore the criteria for clarity set forth in 
the Guidelines C-lll.4.5 {last sentence) te not met, especially when comparing the 
subject-matter of claim 7 with respect to the prior art D2. 

indeed D2 discloses { col 7, lines 22- 67 ; fig 1 , 3) a lamp driver used In a 
lighting unit, said lighting unit comprising: 

- a trigger circuit(3,8) assimilable to the trigger circuit(21,22) as described in the 
present appfication on page 6 {lines 5-14) 

- a control unit(16) with a microprocessor(163), t^perature sensing means(152,13), 
memory means(1 4. 165,1 66) storing the switching schedule, and therefore at teas! 
suftabi© for storing a switching schedule as intended in the present ar^llcation. 

{II) Notwithstanding this lack of clarl^ combined with lack of novelty with respect to D2, 
the formulation "adapted for use" cfoes not meet the criteria for clarity set forth in the 
Guidelines C-!ll,4.7. 

Indeed, "adapted for use" is a formulation in tenns of the result to be achieved. In 
this instance, however, such a fomsulation is not allowable because it appears 
possible to define ttie subieot-matter in more concrete terms, viz. in terms of how l*ie 
effect is to be adiieved, vwHiout unduly restricting the scope of protection. 

Therefore claims 7 to 9 infringe Articles 84 and 54. Besides infringing Articles 84 and 54, 
this way of drafting the claims still infringes Article 82 (unify), as tiie common concept 
identified by the applicant in his latest letter of reply, namely that the claimed apparahisses 
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3 



nutesJAnnejO 




NotWeation«»K>ees-i(ed>ar {Annojse) 



ii5o.: 03 812 528.0 



are meant for controlling a lamp and/or a cooling device in order to extend the servfc© life 
of the lamp, is clearly not novel {see as non e>*iaustlve example in D2: col 2, iine 53 - col 
3, line 30). Would tfie applicant maintain such form of claim drafting, a refusal for the 
merrtioned grounds is to be expected at the next step of the procedure. 

2) New claim 1 , after amendment, still reads on document D8, as D8 discloses (page 
11, lines 3-16) a lighting unit with a lamp driver and a cooling devioe(65,66), where during 
switching off of the lighting unit the cooling device remains activated for a given time 
(Imn). and is then switched-off in one step. It is submitted that the mentioned way of 
controlling the cooling device fails under the broad definition "or st^vi/ise" of present claim 



Therefore claim 1 laclcs novelty with respect to D8. 



3} Unless the applicant clearly limits the scope of protection to a switching schedule 
which clearly and unambiguously distinguishes from tfie available prior art (e.g by defining 
"alternatively aM stepv/ise" concerning the fourth and only possibly inventive switch mode, 
no prospect for gmni but rather a refusal under Article 97(1} is to be expected. 

With this respect, it is noted that the »iird switching schedule, mentioned on page 7 
(lines 29-33), is already known for the same puipose from D9 (see: paragraphs 39-42 ; 
^stract ; Fig 4,5) , D10 (see abstract) and D11 (see: abstract ; Rg 2). A new claim 1 
additionally defining said third switctiing schedule would therefore lack an inventive step 
with respect to each of the prior art documents D9, D10 or D11, as providing in addition to 
the ttiird switching schedule a cooling device wthout opemting it could not be seen as 
invoMng an inventive step over D9, D10 or D11 . 
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